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DETAILED ACTION 

Acknowledgements 

1 . The Applicants appeal filed on February 22, 2010 is hereby acknowledged, Claims 52- 
54, 57-59, 61, 63, 65 and 67-72 remain pending. Applicant's request for reconsideration of 
the finality of the rejection of the last Office action is persuasive and, therefore, the finality of 
that action is withdrawn. 

Response to Arguments 

2. Applicant's arguments with respect to the pending claim have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this 
title. 

3. Claims 52-54,57-59,63 and 67-70 are rejected under 35 U.S.C. §101 because the claimed 
invention is directed to non- statutory subject matter. 

4. Based on Supreme Court precedent (See also Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 
(1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) and recent Federal Circuit 
decisions, a §101 process must (1) be tied to a particular machine or apparatus (machine 
implemented); or (2) particularly transform a particular article to a different state or thing. 

In addition, the tie to a particular apparatus, for example, cannot be mere extra-solution 
activity. See In re Bilsku 88 USPQ2d 1385 (Fed. Cir. 2008). 
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An example of a method claim that would not qualify as a statutory process would be a claim 
that recited purely mental steps. 

To meet prong (1), the method step should positively recite the other statutory class (the 
thing or product) to which it is tied. This may be accomplished by having the claim 
positively recite the machine that accomplishes the method steps. Alternatively or to meet 
prong (2), the method step should positively recite identifying the material that is being 
changed to a different state or positively recite the subject matter that is being transformed. 
In this particular case, claim 52 fails prong (1) because the "tie" (e.g. communication device ) 
is representative of extra-solution activity . Additionally, the claim(s) fail prong (2) because 
the method steps do not transform the underlying subject matter to a different state or thing. 
Claims 53-54,57-59,63 and 67-70 are either dependant upon claim 52 or contain similar 
limitations and are rejected for at least the same reasons. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

5. Claim 52-54, 57-59, 61, 63, 65 and 67-72 rejected under 35 U.S.C. 1 12, first paragraph, 
because in regard to claim 52, the specification does not reasonably provide enablement for 
linking the first terminal identifier of a first communication device to a first account number. 
The specification does not enable any person skilled in the art to which it pertains, or with 
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which it is most nearly connected, to use the invention commensurate in scope with these 
claims. 

Claims 53-54, 57-59, 61, 63, 65 and 67-72 are either dependant upon claim 52 or contain 
similar limitations and are rejected for at least the same reasons. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claims 52-54, 57-59, 61, 63, 65 and 67-72 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gallagher et al. ('608) in view of Tan et al (US Patent 7,716,129) in view 
of Randle et al. (US Patent 5,974,146). 

7. As per claims 52, 59, 61 and 67-72, 

Gallagher et al. ('608) discloses a method for conducting financial transactions comprising: 
providing an intermediate database (Figure 1 , element 22) 
providing an intermediate database computer for controlling the intermediate 
database,(column 7 line 66 -column 8, line 14) 

information identifying a second account and an amount requested to be paid from the first 
account to the second account; 
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Gallagher et al. ('608) does not explicitly disclose linking a first terminal identifier of a first 
communication device to a first account number of a first account; storing the linked first 
terminal identifier and the first account number in the intermediate database within receiving 
from the first communication device via a communication network, information identifying a 
the first terminal identifier of the first communication device, accessing the intermediate 
database and using the first terminal identifier of the first communication device to obtain the 
first account number; Tan et al. (' 129) discloses linking a first terminal identifier of a first 
communication device to a first account number of a first account; storing the linked first 
terminal identifier and the first account number in the intermediate database within receiving 
from the first communication device via a communication network, information identifying a 
the first terminal identifier of the first communication device accessing the intermediate 
database and using the first terminal identifier of the first communication device to obtain the 
first account number; (Column 2, line 37- column 17; Column 7, lines 39-64, column 9, lines 
24-36 ) . It would be obvious to one having ordinary skill in the art at the time of the 
invention to combine Gallagher et al. ('608)'s system with Tan et al's teaching in order to 
limit the prosecution of fraudulent transactions. 

8. Gallagher et al. ('608) does not explicitly disclose accessing the intermediate database 
and using the first terminal identifier of the first communication device and obtaining the first 
account number; using the first account number to communicate a signal that interrogates the 
first account and determines whether sufficient funds are available in the first account to 
effect payment; and when it is determined that sufficient funds are available, debiting the 
first account and crediting the second account and when it is determined that insufficient 
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funds are available, canceling the transaction. Randle ('146) discloses accessing the 
intermediate database and using the first terminal identifier of the first communication device 
and obtaining the first account number; using the first account number to communicate a 
signal that interrogates the first account and determines whether sufficient funds are available 
in the first account to effect payment; and when it is determined that sufficient funds are 
available, debiting the first account and crediting the second account and when it is 
determined that insufficient funds are available, canceling the transaction, (column 10, lines 
31-41— Applicant(s) are reminded that optional or conditional elements do not narrow the 
claims because they can always be omitted. See e.g. MPEP §2106 II C: "Language that 
suggest or makes optional but does not require steps to be performed or does not limit a 
claim to a particular structure does not limit the scope of a claim or claim limitation. 
[Emphasis in original] " As a matter of linguistic precision, optional elements do not narrow 
the claim because they can always be omitted. ) It would be obvious to one having ordinary 
skill in the art at the time of the invention to combine Gallagher et al. ('608)'s system with 
Randle (' 146)'s teaching in order to limit the prosecution of fraudulent transactions. 

9. As per claim 53, 

Gallagher et al. ('608) discloses the method of claim 52 

Gallagher et al. ('608) does not explicitly disclose conducting the financial transaction on a 
real time, on-line basis. Randle ('146) discloses conducting the financial transaction on a 
real time, on-line basis.. (column 7, lines 10-20) It would be obvious to one having ordinary 
skill in the art at the time of the invention to combine Gallagher et al. ('608)'s system with 
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Randle (' 146)'s teaching in order to provide an efficient service to the customer. 

10. As per claim 54, 

Gallagher et al. ('608) discloses the method of claim 52 

wherein the first account number is a : first bank account number, the first account is a first 
bank account, the second account number is a second bank account number .(Column 6, 
lines 21-44, column 7, lines 29-52) 

11. As per claim 55, 

Gallagher et al. ('608) discloses the method of claim 52 

further comprising linking the second terminal identifier to the second account number in the 
intermediate database (column 7, lines 29-52) 

12. As per claim 56, 

Gallagher et al. ('608) discloses the method of claim 52 

Official Notice is taken that "wherein the second terminal identifier of a second 
communication device" is common and well known in prior art in reference to electronic 
transactions. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to utilize a terminal identifier as a device identifier in order to 
uniquely identify a client. 



As per claim 57, 
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Gallagher et al. ('608) discloses the method of claim 52 

Wherein the first communication device is a cellular telephone, (column 4, lines 46-53) 

13. As per claim 58, 

Gallagher et al. ('608)discloses the method of claim 52 

further comprising communicating the fact of the transaction to the first communication 
device. (Column 7, lines 29-65) 

As per claim 59, 

14. Gallagher et al. ('608) discloses the method of claim 56 

communicating the fact of the transaction to the second communication device. (Column 5, 
lines 36-60) 

15. As per claim 63, 

Gallagher et al. ('608) discloses a method for conducting financial transactions according to 
claim 52, 

Gallagher et al. ('608) does not explicitly disclose canceling the transaction when it is 
determined that sufficient funds are not available. Randle ('146) discloses canceling the 
transaction when it is determined that sufficient funds are not available. (column 10, lines 31- 
41) It would be obvious to one having ordinary skill in the art at the time of the invention to 
combine Gallagher et al. ('608)'s system with Randle ('146)'s teaching in order to limit the 
prosecution of fraudulent transactions. 
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Conclusion 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN M. WINTER whose telephone number is (571)272- 
6713. The examiner can normally be reached on M-F 8:30-6, 1st Fridays off. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Calvin Hewitt can be reached on (571) 272-6709. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. 

JMW 

/Calvin L Hewitt II/ 

Supervisory Patent Examiner, Art Unit 3685 



